TH'S OPI NI ON WAS NOT' WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1) was
not witten for publication in a law journal and (2) is not
bi ndi ng precedent of the Board.
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DECI SI ON ON APPEAL

This is an appeal fromthe final rejection of clains 1,

2, 4, 6-15, 17-22 and 25-41. dains 5 and 24, the only other

clainms remaining in the application, stand wi thdrawn from

! Application for patent filed April 13, 1995.
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further consideration by the exam ner under the provisions of
37 CFR
8§ 1.142(b) as being directed to a nonel ected speci es.

W& AFFI RM- | N- PART.

The appel l ants' invention pertains to a fastening tab and
to an article having such a fastening tab. |ndependent cl ains
36 and 38 are further illustrative of the appeal ed subject
matter and copies thereof may be found in the appendi x to the
brief.

The references relied on by the exam ner are:

Kr ushel 4,773, 906 Sep. 27,
1988

Rossini et al. (Rossini) 5,312, 387 May
17, 1994

Flug et al. (Flug) 5,401, 275 Mar. 28,
1995

Cains 1, 2, 4, 6-9, 11-15, 17-22 and 25-41 stand
rejected under 35 U. S.C. § 103 as bei ng unpatentabl e over
Krushnel in view of Rossini. According to the exam ner:

Krushnel discloses the clained invention except
for T-shaped tabs with a distal portion and an
i nboard portion and requires the distal portion of
the securing neans | eading region having a | ength
di mensi on which is less than a | ength di nensi on of
the inboard portion of the securing nmeans |eading
region. It would have been an obvious matter of
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desi gn choice to nmake the tabs T-shaped, since
appl i cant has not disclosed that the use of a T-
shape sol ves any stated problemor is for any
particul ar purpose and it appears that the invention
woul d performequally well w th rectangul ar tabs,
additionally Rossini et al. disclose the use of T-
shaped t abs.

the [provision of a] T-shaped [tab] is nerely
a matter of engi neering design choice, and thus does
not serve to patentably distinguish the clained
I nvention over the prior art. See In re Kuhle, 526
F.2d 553, 188 USPQ 7 (CCPA 1975). [Answer, page 5.]

Cains 1, 2, 4, 6-15, 17-22 and 25-41 stand rejected
under 35 U. S.C. 8 103 as being unpatentable over Flug in view
of Rossini. According to the exam ner:

FIl ug di scloses the clainmed invention except for
T-shaped tabs with a distal portion and an inboard
portion and requires the distal portion of the
securing nmeans | eading region having a |length
di mensi on which is less than a | ength di nensi on of
the inboard portion of the securing nmeans |eading
region. It would have been an obvious matter of
desi gn choice to nmake the tabs T-shaped, since
appl i cant has not disclosed that the use of a T-
shape sol ves any stated problemor is for any
particul ar purpose and it appears that the invention
woul d performequally well w th rectangul ar tabs,
additionally Rossini et al. disclose the use of T-
shaped t abs.

the [provision of a] T-shaped [tab] is nerely
a matter of engi neering design choice, and thus does
not serve to patentably distinguish the clained
I nvention over the prior art. See In re Kuhle, 526
F.2d 553, 188 USPQ 7 (CCPA 1975). [Answer, pages 6
and 7.]
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The argunents of the appellants and exam ner in support
of their respective positions may be found on pages 14-29 of
the brief, pages 1-4 of the reply brief,? and pages 7 and 8 of

t he answer.

OPI NI ON

Considering first the rejections under 35 U.S.C. 8§ 103 of
(a) claims 1, 2, 4, 6-9, 11-15, 17-22, 25-35, 37 and 38 as
bei ng unpat ent abl e over Krushnel in view of Rossini and (Db)
claims 1, 2, 4, 6-15, 17-22, 25-35, 37 and 38 as being
unpat ent abl e over Flug in view of Rossini, the appellants
vigorously contend that the provision of a (1) substantially
T-shaped securing neans | eading region (independent clains 1,
21 and 37), (2) a substantially T-shaped securing nmeans
| eading region with a narrowed nedi al regi on (dependent claim

17) and (3) a substantially T-shaped securing neans with a

2 In both the brief and reply brief, the appellants have
relied on an unpublished Board opinion ("Ex parte WIIliam
Garrett"). W nust point out, however, that unpublished Board
opi ni ons are not binding as precedent (Ex parte Holt, 19
UsP2d 1211, 1214 (Bd. Pat. App. & Int. 1991)) and citing such
a decision as precedent is inproper and inappropriate (see Ex
parte Vossen, 155 USPQ 109, 110 (Bd. App. 1967)).
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narrowed nedi al regi on (independent claim38) cannot be
di sm ssed as a matter of engineering design choice as the
exam ner has proposed with respect to each of these clains.
The appel | ants, however, have presented no convi nci ng argunent
or evidence that the particular configuration of the |eading
region of the securing neans is in any way significant (see,
e.g., Inre Dailey, 357 F.2d 669, 672-73, 149 USPQ 47, 50
(CCPA 1966)) or results in a fastener which perforns and
operates any differently than the prior art (see, e.g.,
Gardner v. TEC Systens, Inc. 725 F.2d 1338, 1349, 220 USPQ
777, 786 (Fed. Cir. 1984), cert. denied, 469 U S. 830, 225
USPQ 232 (1984) and In re Troiel, 274 F.2d 944, 948-49, 124
USPQ 502, 505 (CCPA 1960)). Indeed, the appellants do not
even contest the examner's position that rectangul ar tabs
woul d "performequally well"” (answer, pages 5 and 6).
Instead of attaching any inportance or criticality for
the particular configuration of the |eading region of the
securing neans, the specification nerely states that this

configuration "can be" substantially T-shaped (see, e.g.,
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pages 6 and 32).% The appellants reference page 3 of the
specification as support for the notion that the specification
establ i shes the particular configuration of the |eading region
of the securing neans to be an "aspect" that contributes to
the "distinctive advantages” afforded by the invention. Page
3, however, nerely broadly refers to "various aspects" of

i nvention providing advantages such as a "neat appearance,”
"dynamc fit," "inproved fit," "inproved securenent with fewer

pop- opens,"” "greater confort,” "reduced irritation,” and
"reduced irritation and reduced red marking of the wearer's
skin." The referred to "various aspects” and the noted

advant ages, however, are imedi ately preceded by a description
of the invention which nmakes no reference whatsoever to the
substantially T-shaped configuration of the |eading region of

the securing neans. Instead, this description of the

i nvention concentrates on the fastening tab being provided

3 If the provision of the | eading region of the securing
neans being "substantially T-shaped” and having a "narrowed
nmedi al region” were such a vital part of the appellants
invention, it seens strange to us that all nmention of its
i nportance was omtted fromthe original description. See
G ahamv. John Deere Co., 383 U S. 1, 24-26, 148 USPQ 459,
469-470 (1966).



Appeal No. 98-1314
Application No. 08/421, 640

with leading and trailing spaced-apart regions separated by a
spaci ng section and a spaci ng distance. See al so pages 7 and
8 of the specification which refers to various advant ages
being attributable to a "distinctive gap-interval sequentia
fastening,” w thout maki ng any reference whatsoever to the
substantially T-shaped configuration of the |eading region of
the securing neans. In our view, notw thstanding the nebul ous
reference to "various aspects” on page 3, the specification
taken as a whole fails to provide a basis for concl uding that
the particular configuration of the | eading region of the
securing nmeans (i.e., substantially T-shaped) is in any way
significant or results in a fastener which perforns and
operates any differently than the prior art. Accordingly, we
are of the opinion that the clained configuration of the

| eadi ng region of the securing neans does not serve to

pat entabl y di stinguish the clains under consideration over the
arrangenent of either Krushnel or Fl ug.

In the reply brief, the appellants argue that "the
structures taught by Krushnel and Flug et al. cannot
"inherently' provide the peel strength and Gurley stiffness
values called for by the particular clainms of applicants” (see
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page 2). This argunment, at the nost, is relevant to clains
11-15 and 30-34 since these are the only clains which set
forth such values. Even with respect to these cl ains,
however, the appellants have made no showi ng that the
particul ar paraneters recited therein are in any way critica

or achi eve an unexpected result. As the court stated in In re
Woodruff, 919 F.2d 1575, 1578, 16 USPQRd 1934, 1936-37 (Fed.
Cr. 1990):

Nor can patentability be found in the difference in

ranges recited in the clains. The lawis
replete wwth cases in which the difference between
the clained invention and the prior art is sone
range or other variable within the clains. .
These cases have consistently held that in such a
situation, the applicant nust show that the
particular range is critical, generally by show ng
that the clainmed range achi eves unexpected results
relative to the prior art range . . . (obviousness
determ nation affirmed because di nensiona
limtations in clains did not specify a device which
performed and operated differently fromthe prior
art). . . . [Ctations omtted.]

Contrary to establishing any criticality for the clained range
of Gurley force (clains 11-13 and clains 30-32) and the

rel ati ve peel renoval forces (clainms 14, 15, 33 and 34), the
specification nerely states that (1) the spacing section "can

have" a CGurley thickness within the clained range (see page
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37), (2) the substrate and securing neans | eading region "can
provide" a total conposite Gurley stiffness within the clainmed
range (see page 38) and (3) "[f]or exanple, the securing neans
| eadi ng region 59 can provide for a peel renoval force which
is greater or less that the peel renoval force provided for by
the securing neans trailing region 61" (page 39, enphasis
added). Additionally, with respect to the peel renoval force
set forth in clainms 14, 15, 33 and 34, the area of attachnment
of | eading region of the fastener in the enbodi nent of Fig. 10
of Flug is illustrated as being significantly | ess than the
attachnment area of the fastener's trailing region. This being
the case, there is a sound basis to conclude that in Flug the
peel strength of the leading region is less than the trailing

region as clained.*

4 \Where, as here, there is a sound basis to believe that
the critical function for establishing novelty in the clained
subject matter may, in fact, be an inherent characteristic of
the prior art device (i.e., Flug), it is incunbent upon the
appel lants to prove that the device of Flug does not in fact
possess the characteristics relied on. See, e.g, Inre
Schrei ber, 128 F.3d 1473, 1478, 44 USPQ2d 1429, 1432 (Fed.
Cr. 1997); In re Spada, 911 F.2d 705, 708, 15 USPQd 1655,
1658 (Fed. Gr. 1990); In re Ludtke, 441 F.2d 660, 664, 169
USPQ 563, 566-67 (CCPA 1971) and In re Swi nehart, 439 F. 2d

(continued. . .)
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In view of the foregoing, we will sustain the rejections
under 35 U.S.C. § 103 of (a) clains 1, 2, 4, 6-9, 11-15, 17-
22, 25-35, 37 and 38 based on the conbi ned teachi ngs of
Krushnel and Rossini and (b) clains 1, 2, 4, 6-15, 17-22, 25-
35, 37 and 38 based on the conbi ned teachings of Flug and
Rossi ni .

Turning now to the rejections under 35 U.S.C. 8§ 103 of
clainms 36 and 39-41 as bei ng unpatentable over (a) Krushnel in
vi ew of Rossini and (b) Flug in view of Rossini, independent
clains 36 and 39 each require that the fastener be attached to
a separate el asticized side panel.> W have carefully
revi ewed Krushnel, Rossini and Flug, but fail to find any
teachi ng or suggestion of such an arrangenent. This being the
case, we wll not sustain the rejections under 35 U S.C. § 103

of clains 36 and 39-41 (a) based on the conbi ned teachings of

4C...continued)
210, 212-13, 169 USPQ 226, 229 (CCPA 1971).

® The answer fails to address the appellants' argunents
that the relied on prior art fails to either teach or suggest
this limtation.

10



Appeal No. 98-1314
Application No. 08/421, 640

Krushnel and Rossini and (b) based on the conbi ned teachi ngs
of Flug and Rossini.

In sunmary:

The rejections under 35 U S.C. 8 103 of (a) clains 1, 2,
4, 6-9, 11-15, 17-22, 25-35, 37 and 38 based on the conbi ned
t eachi ngs of Krushnel and Rossini and (b) clainms 1, 2, 4, 6-
15, 17-22, 25-35, 37 and 38 based on the conbi ned teachi ngs of
Flug and Rossini are both affirned.

The rejections under 35 U . S.C. 8§ 103 of clainms 36 and 39-
41 (a) based on the conbi ned teachings of Krushnel and Rossi ni
and (b) based on the conbi ned teachings of Flug and Rossini
are both reversed.

No tinme period for taking any subsequent action in
connection with this appeal nay be extended under 37 CFR

§ 1.136(a).

AFFI RVED- | N- PART
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JOHN P. M QUADE
Adm ni strative Patent Judge

JAMES M MEl STER )
Adm ni strative Patent Judge )
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)
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Paul Yee

Ki mberly d ark Corporation
401 North Lake Street
Neenah, W 54956
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